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REMARKS 

In the Office Action of August 28, 2006 ("the FOA"), claims 1-60 were finally 
rejected under 35 U.S.C. 102(e) as allegedly anticipated by U.S. Patent Publication No. 
2004/0098204 by Milosavljevic (" Milosavljevic "). Applicant traverses these rejections 
because Milosavlievic does not teach each and every element of the claims, arranged as they 
are in the claims. Additionally, the §103 rejections of the claims are also improper for at 
least the reason that Brignac does not cure the deficiencies of Milosavljevic . Furthermore, 
certain double patenting rejections have been made in the case; appropriate terminal 
disclaimers can be provided when the Examiner acknowledges the allowability of the claims. 

Regarding the §102 rejections, Milosavljevic does not teach discrete sample nodes, 
each sample node removably attached at a respective attachment point. A cited prior art 
reference anticipates a claimed invention under 35 U.S.C. §102 only if every element of the 
claimed invention is identically shown in the single reference, arranged as they are in the 
claims. MPEP §2131; In re Bond, 910 F.2d 831, 832, 15 USPQ2d 1566, 1567 (Fed. Cir. 
1990). Each and every limitation of the claimed invention is significant and must be found in 
the single cited prior art reference. In re Donohue, 766 F.2d 531, 534, 226 USPQ 619, 621 
(Fed. Cir. 1985). As set forth below, Milosavljevic does not disclose each and every element 
of the claims arranged as they are in the claims. 

Regarding the required discrete sample node, the FOA proposes that test sites taught 
in Milosavlievic are discrete because probes in each test site "differ." FOA at page 4, section 
13(a), lines 4-6. This proposal does not admit a §102 rejection of the present claims because 
the word "differ" is not equivalent to the word "discrete." For example, salt and sand exhibit 
different physical properties and chemical behaviors. Therefore, a mixture of salt and sand 
can be said to contain at least two components that differ but the mixture cannot be said to be 
include discrete salt and sand components. As recited in the claims and as commonly used, 
the term "discrete" means: "constituting a separate entity, individually distinct" or "consisting 
of distinct or unconnected elements." Merriam-Webster Online Dictionary at http://www.m- 
w.com/dictionary/discrete. It is apparent that the Examiner applies a definition to the word 
"discrete" that is not supported by Milosavljevic and is inconsistent with the definitions of 
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discrete sample node provided in the Application and with common usage of the word. 
Therefore, the claims are improperly rejected. 

Nevertheless, the Examiner attempts to support his proposed redefinition of "discrete" 
by asserting that "the sample must be discrete in Milosavljevic to prevent for [sic] cross 
contamination of the samples. . ." FQA at page 4, section 1 3(a), lines 6-11, citing Fig. 5A and 
paragraphs [0094] and [01 1 8] et seq. in Milosavljevic . However, nothing in Milosavljevic 
substantiates the Examiner's assertion. Milosavljevic is completely silent regarding cross- 
contamination and the word "discrete" cannot be found anywhere in Milosavljevic . Cited 
paragraph [0094] of Milosavljevic discusses the investigation and interrogation of samples 
fabricated using systems and methods described in U.S. Patent No. 6,083,763 to Balch 
("Balch"). Applicant submits that nothing in Balch justifies the Examiner's assertion. Balch 
is concerned with cross-contamination in capillaries in an ink-jet system that is used to print 
test sites on a common substrate. Nothing in Balch teaches or suggests the use of discrete 
sample nodes as a method to prevent cross-contamination. Furthermore, paragraph [01 18] 
can be found in a section of Milosavljevic entitled "Description of System Software." This 
section describes a computer system for automating testing of samples received from 
customers. Nothing in the Milosavljevic 's description of system software teaches or suggests 
a discrete sample node. Therefore, the Examiner erred by basing the §102 rejections on an 
unsupportable assertion that Milosavljevic samples must be discrete to prevent cross 
contamination. Applicant further submits that such baseless assertion would be improper 
even in a §103 rejection. 

Turning now to the required attachment point: nowhere in Milosavljevic can a 
teaching or suggestion of an attachment point be found. Milosavljevic is completely silent 
regarding points of attachment associated with sample nodes. The Examiner has provided 
citations to numerous paragraphs and figures, none of which teach or suggest the attachment 
points required in the claims. Nor does the Examiner provide any teaching or suggestion of 
an arrangement in which discrete sample nodes 529 are removably attached to sample 
structures 522, 524 at attachment points 523, 525 respectively. See Specification at page 32, 
lines 1-18 and Fig. 5 A (reproduced below). 
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520A 




Milosavljevic merely teaches the use of a pattern of test sites created on a common substrate 
and nowhere discusses removable attachment of such test sites or any attachment point or 
means. In the incorporated Balch reference, Milosavljevic teaches that the 4x4 matrix micro- 
array is printed on a glass substrate. Balch , col. 30, lines 41-54. The Examiner does not 
provide any citation that shows where individual test sites are removably attached at 
attachment points or even where test sites printed on glass are taught as being removable. 
Nothing in Balch teaches or suggests a differentiable point on a glass surface that could even 
serve as an attachment point. Nor do any of the examples provided in Balch teach test sites 
amenable to removable attachment at an attachment point. Furthermore, Milosavljevic does 
not teach an inventive step of providing attachment points at which Balch's test 
sites/microarray elements could be removably attached. Therefore, Milosavljevic does not 
teach attachment points and cannot possibly teach discrete sample nodes removably attached 
at such attachment points. 

Finally, the Examiner speculates that the ability to ship and test an array of samples 
somehow anticipates the required attachment points at which discrete sample nodes are 
removably attached. Applicant respectfully submits that the lack of support in Milosavljevic 
for the Examiner's interpretation of the teachings of Milosavljevic and the intrinsic 
incoherency of the reasoning provided in support of such speculative interpretation do not 
warrant further argument beyond that provided above. In short, the cited art does not teach 
discrete sample nodes, each removably attached at respective attachment points. 

Therefore, and for at least these reasons, the cited art does not teach every element of 
the claims as arranged in the claims and the §102 rejections should be withdrawn. 



REESE ET AL. -- 10/656,002 
Attorney Docket: 044182-0305880 



CONCLUSION 

For at least the reasons provided above, Milosavljevic cannot be said to disclose each 



and every element of claims 1-60, arranged as they are in claims 1-60 and the §102 rejections 
of claims 1-60 are improper. The Brignac patent application does not teach discrete sample 
nodes removably attached at respective attachment points either and, consequently, the §103 
rejections are also improper because the combination of Milosavljevic and Brignac does not 
teach every element of the claims. Therefore, the rejections of all §102 and §103 claims in 
the Application should be withdrawn such that appropriate terminal disclaimers may be filed 
in order to a permit the Examiner to issue a Notice of Allowance. 



Date: November 28, 2006 
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